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DETAILED ACTION 
Claim Rejections - 35 USC §112 
Claim Objections 

1 . Claims 8 and 16 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in Independent fomi. As to claims 8 
and 16, Examiner is not sure whether the "User input device" is another user input 
device or if if s referring to the "joystick" of claims 1 and 10. Examiner has interpreted 
the claim as the latter and therefore the claims are not further limiting their respective 
independent claims. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
' form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 4, 5, 7-11, 13-17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Cross et al. (U.S. Patent 6,826,042— herein referred to as "Cross). 
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As to Claim 1 , Gross teaches a portable electronic device (Fig. 4, Reference 
Element 100c) comprising: a user input device (Fig. 4b, Reference Element 210c and 
214c) comprising an elongated element (Fig. 4b, Reference Element 210c) having a 
first end and a second end disposed opposite said first end (See Fig. 4b), wherein the 
user input device has a first configuration in which the elongated element is nested 
within a recess defined in the surface of the portable electronic device and having a size 
and shape conforming to the surface contour of the portable electronic device whereby 
the elongated element forms a part of the surface of the portable electronic device in the 
region of the recess (Fig. 4a, note Reference Number 210c in the stowed position 
and Col. 5, lines 40-58), and a second configuration in which the elongated element is 
in an extended position with respect to the surface of the portable electronic device 
wherein in the second configuration the user input device is operable as a joystick 
(Figs. 4b and 4c and Col. 5, lines 40-65), 

As to Claim 9 . Oross teaches a user input device for a portable electronic device 
(Fig. 4b, Reference Element 210c and 214c), comprising: an elongated element (Fig. 
4b, Reference Element 210c) having a first end and a second end disposed opposite 
said first end (See Fig. 4b), wherein the user input device has a first configuration in 
which the elongated element is nested within a recess defined in the surface of the 
portable electronic device and having a size and shape conforming to the surface 
contour of the portable electronic device whereby the elongated element forms a part of 
the surface of the portable electronic device in the region of the recess (Fig. 4a, note 
Reference Number 210c in the nested position and Col. 5, lines 40-58), and a 



Application/Control Number: 1 0/801 ,980 Page 4 

Art Unit: 2629 

second configuration in which the elongated element is in an extended orientation with 
respect to the surface of the portable electronic device wherein in the second 
configuration the user input device is operable as a joystick (Figs. 4b and 4c and CoL 
5, lines 40-65). 

As to Claind 10 . Gross teaches an electronic device (Fig. 4, Reference Element 
100c), comprising: a user input device (Fig. 4b, Reference Element 210c and 214c) 
comprising an elongated element (Fig. 4b, Reference Element 210c) having a first end 
and a second end disposed opposite said first end (See Fig. 4b), wherein the user input 
device has a first configuration in which the elongated element is nested within a recess 
defined in the surface of the portable electronic device in a restricted inoperative 
position (Fig. 4a, note Reference Number 210c in the restricted inoperative 
position and Col. 5, lines 40-58), said elongated element having a size and shape 
conforming to the surface contour of the portable electronic device whereby the 
elongated element fomis a part of the surface of the portable electronic device in the 
region of the recess (See Fig. 4a), and a second configuration in which the elongated 
element is in an extended operative orientation with respect to the surface of the 
portable electronic device wherein in the second configuration the user input device is 
operable as a joystick (Figs. 4b and 4c and Col. 5, lines 40-65). 

As to Claim 17 . Gross teaches a user input device for an electronic device (Fig. 
4, Reference Element 100c), comprising: an elongated element (Fig. 4b, Reference 
Element 210c) having a first end and a second end disposed opposite said first end 
(See Fig. 4b), wherein the user input device has a first configuration in which the 
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elongated element is folded into a recess defined in the surface of the electronic device 
whereby the elongated element forms a part of the surface of the portable electronic 
device in the region of the recess (Fig. 4a, note Reference Number 210c in ttte 
foided/stowed position and Col. 5, iines 40-58), and a second configuration in which 
the elongated element is in an unfolded extended orientation with respect to the surface 
of the electronic device wherein in the second configuration the user input device is 
operable as a joystick (Figs. 4b and 4c and CoL 5, lines 40-65). 

As to Claim 4 . Oross teaches the user input device arranged to operate as an 
analog user input device (CoL 5, lines 59-65). 

As to Claims 5 and 13 , Oross teaches that the portable electronic device is 
pocket sized and for handheld usage (CoL 2, lines 37-45). 

As to Claims 7 and 14 , Oross teaches that the portable electronic device is 
operable as a mobile cellular telephone (CoL 2, lines 37-45). 

As to Claims 8 and 16 , Oross teaches a user input device (Fig. 4b, Reference 
Elements 210c and 214c) for a portable electronic device (Fig. 4, Reference Element 
100c). 

As to Claim 11 . Oross teaches means for unfolding the elongated element to its 
extended orientation in response to a first user action and for folding the elongated 
element to its nested position in response to a reversal of the first user action (See 
Figs. 4a-4c and CoL 5, lines 40-58). 
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As to Claim 15 , Oross teaches that the electronic device is operable as a gaming 
device (CoL 15, line 66—CoL 15, line 3). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Oross. 
As to Claim 3 , Oross does not teach the recess defined in the surface of a 

navigational device carried on the portable electronic device. However the specification 
shows no apparent benefits for having the recess defined in the surface of a 
navigational device. Therefore, having a recess defined on any surface of a portable 
device including that of a navigational device is clearly a design choice based on the 
specific requirement of the claim. In addition Oross does teach that the joystick can be 
mounted on any region of the computing device (Col. 2, lines 29-36). Furthermore, at 
the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to place the recess on any surface of the portable electronic device 
including the surface of a navigational device carried on the portable electronic device 
since the joystick would perform equally well on any surface of the portable electronic 
device. 
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5. Claims 2, 6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gross in view of Haywood (USPGPUB 2003/0214484— herein referred to as 
"Haywood"). 

As to Claims 2 and 12 . Gross fails to teach the elongated element hingedly 
connected at its second end for pivotal movement about the hinge axis wherein said 
elongated element is folded about the hinge axis in said first configuration and unfolded 
about the hinge axis in said second configuration. Examiner cites Haywood to teach an 
elongated element that is hingedly connected at its second end for pivotal movement 
about the hinge axis wherein said elongated element is folded about the hinge axis in 
said first configuration and unfolded about the hinge axis in said second configuration 
(Figs. 4-6a and Pg. 5, 45). At the time the invention was made, it would have been 
obvious to a person of ordinary skill in the art to incorporate the use of a hinge as taught 
by Haywood in the elongated element taught by Gross so that the joystick may pivot 
with ease. 

As to Claim 6 , Gross teaches the elongated element mounted at its second end 
for pivotal movement wherein pivotal movement of the user input device is restricted in 
the first configuration and the user device pivots freely in the second configuration 
(Oross—Fig. 4a and 4b and CoL 5, lines 40-65). 
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Inquiries 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rodney Amadiz whose telephone number is (571) 272- 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sumati Lefkowitz can be reached on (571) 272-3638. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



7762. The examiner can normally be reached on M-F 8:30-5:00. 
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